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DETAILED ACTION 
Claim Objections 

1 . Claims 33-36 are objected to because of the following informalities: 

For claim 33 line 1 , it is suggested to change "computer data network" to — 
computer data computer network — . 

For claim 33 line 9 and line 25, it is suggested to change "said computer network" 
to ™ said computer data computer network — . 

For claim 33 line 12, it is suggested to change "the computer data network" to --- 
the computer data computer network --. 

For claim 34 line 8, it is suggested to change "said computer data network" to -- 
said computer data computer network — . 

For claim 34 line 9 and line 19, it is suggested to change "said computer network" 
to -- said computer data computer network ™. 

For claim 34 line 12, it is suggested to change "the computer data network" to -- 
the computer data computer network — . 

For claim 35 line 4, line 9 and line 14, it is suggested to change "said computer 
network" to ™ said computer data network ™. 

For claim 36 line 16 and line 17, it is suggested to change "said network" to — 
said computer data network — . 
Appropriate con-ection Is required. 

Claim Rejections - 35 USC §112 
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2. Claims 36-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 36 recites the limitation "said server" in line 1 3. There is insufficient 
antecedent basis for this limitation in the daim. 

3. Applicant is advised that should claim 24 be found allowable, claim 31 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Double Patenting 

4. A rejection based on double patentihg of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

6. Claims 23-32 are rejected under 35 U.S.C. 1 01 as claiming the same Invention 
as that of claims 10-20 of prior U.S. Patent No. 5,892,764. This is a double patenting 
rejection. 
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6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

7. Claims 33-35 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 24 and 54 of U.S. Patent No. 
5,892,764. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the application's claims 33-35 merely broaden the 
scope of the claims 24 and 54 of U.S. Patent No. 5,892,764 by eliminating converts 
voice, modem and tone transmission, a second interface adapter that translates voice 
signals at said handset to an asynchronous data stream for transmission over said 
computer data network, and detect dialing of a "9" or an equivalent code by any one of 
said plurality of handsets. 



Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 1 03(a) which fornns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically discbsed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
33-35 

5. Claims^are rejected under 35 U.S.C. 103(a) as being unpatentable over Baratz et 
al. (US 5,742,596) as applied to the claims above, and further in view of Murai (US 
6,208,639). 

For claim 33, Baratz et al. disclose network based distributed PBX system 
comprising: 

a plurality of telephone means (figure 1, references 41 and 42, col. 4 lines 36- 

38): 

an external interface means (figure 1 , reference 43) for coupling said computer 
data computer network (figure 1 , reference 37) to at least one outside trunk line of a 
public switched telephone network (PSTN) (figure 1, reference 12), wherein said 
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external interface means translates telephony transmissions from the PSTN (figure 1, 
reference 12), to data for transmission over said computer data network (figure 1, 
reference 37) (col. 4 lines 10-15 and col. 6 lines 7-15); 

software means for said computer network, said software means comprising first 
means for performing the functions of a private branch exchange (PBX) (figure 2, 
reference 10) for said plurality of telephone means (figure 2, reference 22) that are 
connected to the computer data network (figure 2, reference 37) (col. 6 line 65 to col. 7 
line 5 and col. 7 lines 35-39); 

said software means comprising second means for receiving requests for service 
over said computer data computer network for any of said plurality of telephones means 
(col. 5 lines 63-66); 

said software means comprising third means for establishing communications 
over said computer data computer network between any two of said telephone means 
upon receiving a request over said computer data computer network for calling one of 
said plurality of telephone means from another of said plurality of telephone means (col. 
5 line 63 to col. 6 line 6, and col. 6 lines 55-57); and 

said software means comprising fourth means for establishing communications 
over said computer data computer network between any one of said plurality of 
telephone means and said interface to said PSTN upon receiving a request over said 
computer network for an outside line for said one of said plurality of telephone means 
col. 6 lines 7-15, and col. 6 lines 55-57). 



Application/Control Number: 10/679,689 Page 7 

Art Unit: 2665 

However, Baratz et al. do not expressly disclose bi-directional media streanns 
over said computer data computer network. In an analogous art, Mural discloses 
establishing bi-directional media streams over said computer data computer network 
(col. 9 lines 24-25). One skilled in the art would have applied Murai's bi-directional 
transmission in Baratz et al.'s operation of system 10. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention, to use Murai's 
computer network system with telephone function in Baratz et al.'s network based 
distributed PBX system with the motivation being transmitted packet data on the 
computer network (col. 6 lines 3-4). 

For claim 34, Baratz et al. disclose network based distributed PBX system 
comprising: 

a plurality of telephone means (figure 1, references 41 and 42, col. 4 lines 36- 

38); 

an external interface means (figure 1 , reference 43) for coupling said computer 
data computer network (figure 1 , reference 37) to at least one outside trunk line of a 
public switched telephone network (PSTN) (figure 1, reference 12), wherein said 
external interface means translates telephony transmissions from the PSTN (figure 1 , 
reference 12), to data for transmission over said computer data network (figure 1, 
reference 37) (col. 4 lines 10-15 and col. 6 lines 7-15); 

software means for said computer network (figure 2, reference 37), said software 
means comprising first means for performing the functions of a private branch exchange 
(PBX) (figure 2, reference 10) for said plurality of telephone means (figure 2, reference 
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22) that are connected to the computer data network (figure 2, reference 37) (col. 6 line 
65 to col. 7 line 5 and col. 7 lines 35-39); 

said software means comprising second means for receiving requests for service 
over said computer data computer network (figure 2, reference 37) for any of said 
plurality of telephones means (col. 5 lines 63-66); 

said software means comprising third means for establishing communications 
over said computer data computer network (figure 2, reference 37) between any one of 
said plurality of telephone means (figure 1, references 41) and said interface to said 
PSTN upon receiving a request over said computer network for an outside line for said 
one of said plurality of telephone means (col. 5 lines 63-65, and col. 6 lines 7-15). 

However, Baratz et al. do not expressly disclose bi-directional media streams 
over said computer data computer network. In an analogous art, Murai discloses 
establishing bi-directional media streanns over said computer data computer network 
(col. 9 lines 24-25). One skilled in the art would have applied Mural's bi-directional 
transmission in Baratz et al.'s operation-of system 10. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention, to use Mural's 
computer network system with telephone function in Baratz et al.'s network based 
distributed PBX system with the motivation being transmitted packet data on the 
computer network (col. 6 lines 3-4). 

For claim 35, Baratz et al. disclose network based distributed PBX system 
comprising: 
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a plurality of telephone nfieans (figure 1, references 41 and 42, col. 4 lines 36- 

38): 

software means for said computer network (figure 2, reference 37), said software 
means comprising first means for performing the functions of a private branch exchange 
(PBX) (figure 2, reference 10) for said plurality of telephone means (figure 2, reference 
22) that are connected to the computer data network (figure 2, reference 37) (col. 6 line 
65 to col. 7 line 5 and col. 7 lines 35-39); 

said software means comprising second means for receiving requests for service 
over said computer data computer network (figure 2, reference 37) for any of said 
plurality of telephones means (col. 5 lines 63-66); 

said software means comprising third means for establishing communications 
over said computer data computer network (figure 2, reference 37) between any two of 
said telephone means (figure 1 , references 41 ) upon receiving a request over said 
computer data computer network for calling one of said plurality of telephone means 
from another of said plurality of telephone means (col. 5 line 63 to col. 6 line 6, and col. 
6 lines 55-57). 

However, Baratz et al. do not expressly disclose bi-directional media streams 
over said computer data computer network. In an analogous art. Mural discloses 
establishing bi-directional media streams over said computer data computer network 
(col. 9 lines 24-25). One skilled in the art would have applied Murai's bi-directional 
transmission in Baratz et al.'s operation of system 10. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention, to use Murai's 



Application/Control Number: 10/679,689 Page 10 

Art Unit: 2665 

computer network system with telephone function in Baratz et al.'s network based 
distributed PBX system with the motivation being transmitted packet data on the 
computer network (col . 6 lines 3-4). 

6. Claims 36-37 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Baratz et al. (US 5,742,596) as applied to the claims above, and further in view of 
Catchpole (US 5.822,306). 

As far as understood with respect to claim 36, Baratz et al. disclose network 
based distributed PBX system comprising: 

a software means performing the functions of a private branch exchange (figure 
2, reference 10) running on at least one computer (figure 1, reference 40) operatively 
coupled to said computer data network (figure 1, reference 37) (col. 4 line 7 and col. 4 
lines 36-37); 

a PSTN interface means for coupling the computer data network (figure 1 , 
reference 37) to a public switched telephone network (figure 1, reference 12)(col. 4 lines 
10-15); 

a plurality of telephone means (figure 1 , references 41 and 42, col. 4 lines 36- 

38); 

telephone interface means (figure 1 , reference 43) for coupling said plurality of 
telephone means (figure 1, reference 41) to said computer data network (figure 1, 
reference 37), said telephone interface means (figure 1, reference 43) converting 
analog signals into digital data for transmission over said computer data network (col. 5 
line 66 to col. 6 line 1); 
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said server (figure 1 , reference 44) comprising computer means, and memory 
means (col. 6 lines 16-17); and 

software means stored in said memory means (col. 6 lines 16-17) for controlling 
the signaling between said plurality of telephone means (figure 1 , reference 41) and 
said network (figure 1 , reference 37) , whereby said network (figure 1 , reference 37) 
acts as a switch for connecting any of said telephone means to a called party (col. 6 
lines 48-57). 

However, Baratz et al. do not expressly disclose said network acts as a switch for 
connecting audio signals from any of said telephone means. In an analogous art, 
Catchpole discloses network acts as a switch for connecting audio signals from any of 
said telephone means (col. 1 line 20). 

One skilled in the art would have recognized the network acts as a switch for 
connecting audio signals from any of said telephone means, and would have applied 
Catchpole's PBX 4 in Baratz et al.'s operation of system 10. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention, to use 
Catchpole's multimedia in Baratz et al.'s network based distributed PBX system with the 
motivation being to provide a switching arrangement in a call center environment (col. 1 
lines 14-15). 

For claim 37, Baratz et al. disclose wherein said computer network is one of a: 
asynchronous transfer mode (ATM), Ethernet, or Internet Protocol (IP) network (col. 4 
line 21). 
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7, Claims 38-39 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Baratz et al. (US 5,742,596) as applied to the claims above, and further in view of 
Andersen et al. (US 5,674,003). 

For claim 38, Baratz et al. disclose network based distributed PBX system 
comprising: 

(a) coupling a plurality of telephones (figure 1 , references 41 and 42) to the 
computer data network (figure 1 , reference 37) for digital data transmission over the 
computer data network (col. 4 lines 10-39); 

(b) using the computer data network as a PBX (figure 1 , reference 10) for 
switching between the plurality of telephones (figure 1, reference 41) for making call 
from one telephone to another of the plurality of telephones, or between at least one of 
the telephones and the public switched telephone network (PSTN) (col. 5 line 63 to col. 
6 line 15 and col. 6 lines 48-57). 

However, Baratz et al. do not expressly disclose: 

(c) said step (b) comprising assigning priority to the audio signals from the 
plurality of telephones. In an analogous art, Andersen et al. disclose assigning priority to 
the audio signals from the plurality of telephones (col. 1 5 lines 57-58). 

One skilled in the art would have recognized the assigning priority to the audio 
signals from the plurality of telephones, and would have applied Andersen et al.'s 
telephony connection in Baratz et al.'s operation of system 10. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention, to use 
Andersen et al.'s mechanisms for accessing unique features of telephony networks from 
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a protocol-independent data transport interface in Baratz et al.'s network based 
distributed PBX system with the motivation being to establish the telephony connection 
(col. 15 line 48). 

For claim 39, Baratz et al. disclose wherein said step (a) comprises connecting 
the plurality of telephones to one of a: asynchronous transfer mode (ATM) network, 
Ethernet network, or Internet Protocol (IP) network (col. 4 line 21). 
8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Toan D. Nguyen whose telephone number is 571-272- 
3153. The examiner can normally be reached on M-F (7:00AM-4:30PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Huy Vu can be reached on 571-272-3155. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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